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1 REMARKS 

2 The Applicants respectfully request consideration and allowance of claims 43 through 59 

3 . in viewofthe atoye to 

, 5; I. AM^NDMgNTS TO TTO CLAIMS 

6 This case was originally filed with claims 1 through 22. Claims t through 22 were 

7 , canceled and claims 23 through 42 were added by the amendment accompanying the Request for 

8 Continued Examination filed December 1,2004. Claims 23 through 42 are canceled above and 

9 new claims 43 through 59 are added. Each of the new independent claims includes the limitation 
10 /that the prioritized data set includes a number of entries 

• 11 ordered with respect to each other entry according to the priority 
. , . 12 : each entry also ordered acccoxim 

13 found at several locations in the disclosure as filed, and particularly in the discussion beginning 

: ; ; J4' -atline 10, page 28 of the original application through line 2, page 29, 



■ "16 H. AMENDMENTS TO THE SPECIFICATION 

17 , The specification has been amended to correct typographical errors. 

/. v : v ;i8.' - : ■ ■ " " . . . ■ ■ "■ \ " ' ' : 

; 19 Hr/ THE CLAIMS ARE NOT DIRECTED TO NONSTATUTORY SUBJECT MATTER 

20 The Examiner rejected claims 23 through 29 and 37 through 42 under 35 U.S.C. §101 for 

21 being directed to non-statutory subject matter. Specifically, the outstanding Office Action 

22 indicates that the language of these claims is directed to an abstract idea that is not tied to a 
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1 technological art, mvironmwt, or machine which would result in a practical application . 

2 producing a concrete, useful, and tangible result. The Examiner cited Ex parte Bowman (61 

3 ;. , USPQ2d 1669, 1671) in support of this rejection. 

4 It is noted that ttie : claims rejected under Section 101 have been cancelled above and 
> 5 replaced with new claims. Although the hew claims include numi^uis differ 

6 to the claims previously rejected under Section 101, the general subject matter of the claims 
7 remains the same. Specifically, new claims 43 through 48 are directed to methods similar to 

8 \ . " claims 23 through 29, and new claims 55 through 59 are directed to systems similar to claims 37 

: 9 throu^42; The Section 101 Sections in the cuitently outstanding Office Action are addressed V':\ 

10 here in light of the similarities between cancelled claims and new claims 43 through 48 and 55 

11 through 59. 
ill to 

13 . tiechnplogy Was disclosed or claimed in the application. The claimed invention in Bowman was 

14 not tied to sny technological art or environment. In contrast to the fact situation in Bowman, the 

15 disclosure of the present application includes numerous specific references to processing devices, 

16 programed 

17 The methods set out in Claims 43 through 48 are very clearly tied to the technologies and 

18 environments described in the disclosure portion of the application. Furthermore, claims 55 

19 through 59 are specifically directed to systems for prioritizing data and require specific physical 

20 ; : componMts for providing the d^iredpri^ 

21 the present claims are very clearly directed to statutory subject matter and are not objectionable 

22 , und^35 U.S.C. §10L 
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1 ^ THfi CLAIMS ARE NOT OBVIOUS IN VIEW OF THE CITED REFERENCES 

2 V^e^^n^ through42 under 3$ U.S.C §103(a) as being 
: 3 m^ateiitabi^ 

; 4 patent^ in view of U.S v Paterit No r 6,295,541 to Bodnar et aL ('^admir" or the /'Bodnar patent"). 

5 The Applicants respectfully submit that the new claims are not obvious overt Bopthby in view of 

v * ^ Bodtoar bebfittiselhe proposed cpmbiiM does n6t teach or suggest eiudvelemeiit • 



^ 7 . i^urredm^ ; 

8-.'- : :. ; . ," " • . • ■ \ ,- ■ \ " . : • 

: 9 Claiins 43 through 48 

> 10 Claim 43^ 

11 ■ ; client device arid fequirips ^ the following elements: 

li (a) receiving a synchronization session request; 

; 13 (b) selecjting a prioritization scheme associated with a user; 

. v 14 . (c) /r^tidevmg scheme effecting data based on the prioritization scheme; ind 

V 15 (d) producing aprioritized data set based on thepripnfeatio^ 

'•' 16 ; > effecting data, the prioritized da^^ 

.•' .17 I ■ each respective entry ordered with respect to ea^ 

. 18 the prioritiiation scheme and with data for each entry also ordered 

19 according to the prioritization scheme. (Emphasis added) 

: 20 The Boothby patent does not teach or suggest the prioritization of data as required by 

?1 element (de claim 43V tiat is, the filt^^ 

22 records according to the prioritization scheme. Also, the filtering of records as disclosed in 

23 Bpothby does not order the data for each record also according to the prioritization scheme. 

24 Rather, the Boothby patent merely applies a filter which results in some records in a source data 
V. •./*■ 25 set being flagged as passing the filter and the rem^der of thereby 
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1 . . passing the filter. This flagging of certain records does not represent a prioritized data set, that 

2 is, a preferentially ranked or ordered data set, as required by claim 43. Furthermore, the flagging 

3 of records based on filter criteria as taught by Boothby, has no effect on data included for the 

r 4 . various recotds. iliai iSi nbthihg in the Boothby patent sugg^ preferentially ordering the data 

5 . for the various records, 

6 The Bodnar patent does not makeup for these deficiencies in Boothby. Bodnar discloses 
; 7 In particiriar, ^ 

& ; Bodnar teaches that the records in each client database are linked to a 

9 jaartictii^^ As 

10 • described beginriing at coL 42, line 31, each time a synchronization takes place between 

11 databases, thifj nipping table may te used to identify &e files tha* need to be updated, added, or 

12 deleted. The synchronizing engine then determines any changes that have been made to the 

13 recoil to be ^chi^ 

14 ; synchronize the recptds. There is nothing in the Bodnar patent that teaches qr suggests selecting 

15 * a prioritization scheme associated with a user as required by clement (b) of claim 43^retrievmg ; 

16 vsdieme effecting data based on the prioritization scheme as required by element (c) of claim 43, 

17 and producing a prioritized data set as required by element (d) of claim 43, 

18 Becaose the Boothby and Bodnar patents, either considered alone or in combination, do 
1^ hot teach or suggest die prioritization required by element (d) of claim 43, claim 43 cannot be 

20 obvious in view of the references. The Applicants therefore respectfully submit that claim 43 is 

21 in condition for allowance together with its respective dependent claims, claims 44 through 48. 



22 
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: 1 Claims 49,54 arid 55-59 

\ 2 ; : Indep^dentcl^^ 

3 thos^inclaim43. Ia particular, claim 49 requires prioritization program code executable for 

4 pipdtrc^ipn^^ 
; 5 data^ 

6 ordered with respect to each other entiy according to the prioritization scheme and with 

.7 data for each entry also ordered according to the priorhization scheme/ Therefore, the 

8 : ^Veargira^ 

9 ; ; d^e^deiitfelaiih?; B 

10 suggest any element for pdtfomnng the prioritizing 

' 1 i program code in claim 49* claim 49 and its dependent claims^ claims 

12 : obvious in view of the proposed combination of Booth^ . . 

.'/■■„■■ 13 -'atti?w&nce. . ".. \ 

v 14 New independent cl^^ 

15 also includes limitations as to the prioritization similar to those set out in claim 43. In particular, 

; 16 claim 55 requires a sync engine component that, among other things, produces a priori 

: 17 set ba^'oa a select^ priori 

18 data set has "a number of entries therein with each respective entty drder^ with re^ectto each 

. 19 : other entr^ according to the prioritization scheme and with data for each entr^ also ordered 

20 accoriiin^^ 

21 claim 43 also apply with equal force to claim 55 and its dependent claims. Because the proposed 

22 combination ofBoothby and Bodnar does not teach or suggest any element for performing the 
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1 , prioritizing function specifically required in claim 55, claim 55 and its dependent claims, claims 

[ 2 56 through 59 are not obvious i6 view of the proposed combination of Boothby and Bodnar and 

3 are entitled to allowance. 

-V4;;- ' * - \ .; : ' 

5 V, CONCLUSION '\, ■ . 

; 6 For 'all of the above reasons, the Applicants resptetfully request consideration and 

7 allowance of claims 43 through 59. If the Examiner should feel that any issue remains as to the 

8 allowability of these claims, or that a further conference might expedite allowance of the claims, 

9 she is asked to telephone the Applicants' attorney, Russell D. Culbertson^ at the number listed 

10 'V--. below., ■ - ; ■ ^; . \/ ■■../■:./' ■"• . , 

11 -." • y : V>" " /-■[;' ' - . " : ■ • ■ • . \ ' • V ; 

12 Respectfully submitted 
13- TteCuIbe^on<i0iq>,P.C: 




15 Date: April 45 2005 
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